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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed on 09/11/08 after final rejection. Since this application 
is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 
CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 09/1 1/08 has 
been entered. 

2. Claims 1 -1 0 are cancelled. Claims 1 1 -28 are pending. 

3. Objections to claims 1 3 and 1 9 are withdrawn in view of Applicant's amendment 
and response. 

4. All of the previously made art rejections are maintained. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 1 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Masaki et al. (JP 10-077308-Machine translation provided by the Examiner) in view 
of Akihiro et al. (JP H2000-230162A1 -Translation provided by the Examiner), 
substantially as set forth in the previous Office Action. 
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6. Regarding claim 1 1 , for the purpose of searching for and applying prior art under 
35 USC 102 or 103, absent a clear indication in the specification or claims of what the 
basic and novel characteristics actually are, the recitation "consisting essentially of will 
be construed as equivalent to "comprising." (MPEP 21 1 1 .03). 

7. Masaki discloses a flame-retardant adhesive tape comprising acrylic polymers 
(abstract). Additionally, the disclosure of Masaki at paragraph 0004-0005 is interpreted 
as the adhesive tape of Masaki is free of halogen. Additionally, the disclosure of Masaki 
at paragraph 0043 is interpreted to read on the halogen free flame-retardant acrylic PSA 
tape of Masaki comprising a base material and a PSA is disposed on the base material. 
The acrylic polymer of Masaki is formed of a mixture comprising (a) 50-98 wt% of 
(meth)acrylic ester monomer ((alkyl)methacrylate) (0070) and (b) one or more of 
copolymerizable monomers that is copolymerized with monomer (a) in the amount 
of 2 to 50 wt%; wherein the monomer (b) can be of carboxyl group containing 
monomers such as acrylic acid, fumaric acid and/or nitrogen containing monomers such 
as N-vinyl pyrrolidone (abstract and 0010-0011). Further, paragraph 0060, Example 2 
of Masaki discloses PSA formed of acrylic polymer that is formed of a mixture 
containing units derived from isononyl acrylate (alkyl(meth)acrylate), acrylic acid 
(carboxyl group-containing monomer), and N-vinyl pyrrolidone (nitrogen-containing 
monomer). 

8. The difference between the claimed invention and the prior art of Masaki is that 
Masaki is silent as to teaching 15 to 400 parts by weight of a metal hydrate compound 
to 100 parts by weight of adhesive as presently claimed. 
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9. However, Akihiro discloses a flame-retardant PSA tape having high flame 
resistance and excellent adhesion at the same time without using a halogen based 
flame-retardant or antimony, both of which have negative impact on the environment 
and personal safety (see abstract). The adhesive of Akihiro includes flame resistant 
components such as ammonium polyphosphate and aluminum hydroxide in 8:2 to 3:7 
ratio and the total amount of these components is 60 to 1 50 wt% per 1 00 parts of the 
flammable components (see "Solution"-first and second page). 

1 0. Thus, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to add the flame resistant component such as ammonium 
polyphosphate and aluminum hydroxide (metal hydrate) in the amount taught by Akihiro 
in the adhesive of Masaki, motivated by the desire to further enhance the flame- 
resistance characteristics of the adhesive tape of Masaki and provide an adhesive tape 
having excellent adhesion. 

1 1 . Claims 1 1 -28 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Moon et al. (US 4,988,742) in view of Blance et al. (US 3,632,41 2) and Akihiro et al. (JP 
H2000-230162-Translation provided by the Examiner), substantially as set forth in the 
previous Office Action. 

12. It is noted that Applicant has now changed the transitional phrase in claims 12 
and 19 to "consisting essentially of. Regarding claims 11,12, and 19, for the purpose 
of searching for and applying prior art under 35 USC 1 02 or 1 03, absent a clear 
indication in the specification or claims of what the basic and novel characteristics 
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actually are, the recitation "consisting essentially of will be construed as equivalent to 
"comprising." (MPEP 21 1 1 .03). 

13. Additionally, with respect to claims 12-14 and 19-21, it is noted that these claims 
do not exclude a PSA tape that has two adhesive layers wherein both adhesive layers 
are in contact with each other, and wherein both adhesive layers have same 
composition . Further, claims 12 and 19 do not exclude presence of flame retardant in 
second PSA layers. 

14. Moon discloses an acrylic terpolymer PSA and PSA tapes comprising acrylic 
terpolymer PSA. Additionally, Moon is silent as to teaching presence of halogen in 
his/her adhesive tape. 

15. Further, at column 8 lines 44-57, Moon discloses a multilayer tape construction 
wherein coatable composition (i.e. PSA adhesive) are coated to provide a plurality of 
superimposed layers. Additionally, according to Moon "Tapes of the invention may 
comprise more than one pressure-sensitive adhesive layer. In such multilayer 
tapes, the pressure-sensitive layers may comprise similar or different adhesive 
compositions, in like or unlike thicknesses, having similar or different additives." (column 
6 lines 62-67 to column 7 lines 1-3). 

16. Thus, Moon contemplates multilayer PSA tapes having similar adhesive 
compositions wherein the adhesive layers are coated on each other to provide 
superimposed adhesive layers. 

1 7. Moreover, the adhesive tape of Moon comprises a backing (base material) 
(column 8 lines 36-43) having a PSA coated on one surface of the backing (column 8 
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lines 36-43). Further, Moon discloses that other materials such as fire retardants can 
be blended with the adhesive composition of his/her invention (column 7 lines 59-62). 
18. With respect to PSA composition, according to Moon "The acrylic terpolymer 
pressure-sensitive adhesive of the present invention contain an alkyl acrylate monomer, 
and two polar copolymerizable monomers. The alkyl acrylate monomer is preferably 
unsaturated acrylate ester of non-tertiary alkyl alcohol, the molecules of which have 
from 6 to 12 carbon atoms. Included within this class of monomers are, for example, 
isooctyl aery I ate... The polar copolymerizable monomers are selected such that a 
first polar monomer is selected from strongly polar monomers such as acrylic acid 
[carboxyl group containing monomer], itaconic acid [carboxyl group containing 
monomer], hydroxyalkyl acrylates, cyanoalkyl acrylates, acrylamides or substituted 
acrylamides, and a second polar monomer is selected from either strongly polar 
monomers such as those listed above, or moderately polar monomers such as N- 
vinyl pyrrolidone [Nitrogen-containing monomer], N-vinyl caprolactam, acrylonitrile, 
vinyl chloride or diallyl phthalate. The alkyl acrylate ester preferably comprises from 
about 60 parts to about 96 parts of the terpolymer, more preferably from about 70 
parts about 85 parts. The first polar copolymerizable monomer preferably 
comprises up to about 10 parts. The second polar copolymerizable monomer 
preferably comprises up to about 20 parts, more preferably from 10 parts to about 
15 parts of the photopolymerized terpolymer." (column 4 lines 65 to column 5 lines 
1-26). Additionally, Example 1 of Moon discloses a PSA tape made by 
photopolymerization of a mixture comprising isooctyl acrylate [alkyl acrylate monomer], 
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acrylic acid [carboxyl group containing monomer], and N-vinylpyroolidone [Nitrogen- 
containing monomer]. 

19. With respect to the claim requirement of alkyl (meth)acrylate monomer, it is 
noted that Moon generally discloses alkyl acrylate based monomers, which are 
believed to be encompassing alkyl (meth)acrylate monomers as well. 

20. However, the secondary reference of Blance is relied upon to show that it is 
known in the adhesive art to use alkyl acrylate and alkyl (meth)acrylate monomers 
interchangeably. Blance discloses solvent resistant electrical tapes comprising a 
backing member coated with a PSA composition which is a polymeric product of (A) an 
ester of acrylic or methacrylic acid, (B) a lower alkyl ester of acrylic or methacrylic 
acid; and (C) a hydroxy bearing monomer (abstract). 

21 . Thus, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to use alkyl (meth)acrylate monomer in place of alkyl 
acrylate monomer, because alkyl (meth)acrylate monomer and alkyl acrylate monomer 
are art recognized equivalent. 

22. Moon as modified by Blanc is silent as to teaching the metal hydrate compound 
in the PSA and the amount of metal hydrate compound as claimed in claims 11, 12, 19, 
and 26-28. 

23. However, Akihiro discloses a flame-retardant PSA tape having high flame 
resistance and excellent adhesion at the same time without using a halogen based 
flame-retardant or antimony, both of which have negative impact on the environment 
and personal safety (see abstract). The adhesive of Akihiro includes halogen free flame 
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resistant components such as ammonium polyphosphate and aluminum hydroxide in 
8:2 to 3:7 ratio and the total amount of these components is 60 to 150 wt% per 100 
parts of the flammable components (see "Solution"-first and second page). 

24. It is noted that the primary reference of Moon desires addition of fire retardants in 
his/her adhesive but does not specify a specific fire retardant. The reference of Akihiro 
provides necessary fire retardants (flame retardants) that can be added to PSA. 

25. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to add the flame resistant component such as 
ammonium polyphosphate and aluminum hydroxide (metal hydrate) in the amount 
taught by Akihiro in the adhesive of Masaki, motivated by the desire to further enhance 
the flame-resistance characteristics of the adhesive tape of Masaki and provide an 
adhesive tape having excellent adhesion. 

26. As to the claim requirement of the second PSA layer is present on at least a 
portion of both sides of the flame retardant-containing PSA layer (claims 15-18 and 22- 
25) and the flame retardant-containing PSA layer is a foam, as stated previously the 
presently claimed invention do not exclude adhesive layers having same compositions. 
Further, at column 8 lines 44-57, Moon discloses a multilayer tape construction wherein 
coatable composition (i.e. PSA adhesive) are coated to provide a plurality of 
superimposed layers. Additionally, according to Moon "Tapes of the invention may 
comprise more than one pressure-sensitive adhesive layer. In such multilayer tapes, 
the pressure-sensitive layers may comprise similar or different adhesive 
compositions, in like or unlike thicknesses, having similar or different additives." (column 
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6 lines 62-67 to column 7 lines 1-3). Further, Moon discloses foam like adhesive tapes 
at column 7 lines 6-30. Based on the disclosure of Moon, the claim limitations of claims 
15-18 and 22-25 are obvious optimization for one of ordinary skill in the art. 



Response to Arguments 

27. Applicant's arguments received on 08/21/08 have been considered but they are 
not found persuasive. 

28. With respect to the 35 USC Section 103(a) rejections based on Masaki et al. (JP 
10-077308-Machine translation provided by the Examiner) in view of Akihiro et al. (JP 
H2000-230162A1 -Translation provided by the Examiner), Applicant argues following: 

29. According to Applicant, claim 1 1 comprise a base material and a PSA 
consisting essentially of an alkyl (meth)acrylate monomer, a nitrogen-containing 
monomer, a carboxyl group-containing monomer, and a metal hydrate compound. 
Applicant asserts that the flame-retardant composition of Masaki includes either one of 
fibrous filler, porous fine particles, non-polar resin fine particles, and organic fine 
particles. According to Applicant the purpose of the filler in Masaki's invention is to 
change the characteristic (e.g. increase the shear strength) of the adhesive, and thus 
Masaki reference is excluded by Applicant's recitation of "consisting essentially of. The 
Examiner respectfully disagrees for the following reasons: 

30. It is respectfully submitted that Applicant's arguments are not commensurate in 
scope with the claimed invention. Specifically, it is noted that claim 1 1 recites "a 
pressure-sensitive adhesive having an acrylic polymer containing units derived from a 
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mixture consisting essentially of. The open language "having" does not preclude the 
PSA that further includes filler particles. It is respectfully submitted that substitution of 
the phrase "consisting essentially of for the term "having" will be consistent with 
Applicant's arguments. - 

31 . It may be true that addition of filler particles materially affects the shear strength 
of the PSA as shown in the prior art. However, nothing in the specification of the 
present invention discloses or fairly suggests that the shear strength is basically the 
novel characteristics of the present invention. Thus, for the purposes of searching for 
and applying prior art under 35 U.S.C. 102 and 103, absent a clear indication in the 
specification or claims of what the basic and novel characteristics actually are, 
"consisting essentially of will be construed as equivalent to "comprising." (MPEP 

21 1 1 .03). Accordingly, the art rejections are sustained. 

32. With respect to the 35 USC Section 1 03(a) rejections based on Moon et al. (US 
4,988,742) in view of Blance et al. (US 3,632,412) and Akihiro et al. (JP H2000-230162- 
Translation provided by the Examiner), Applicant argues following: 

33. Applicant argues that claims 12 and 19 now recite that the adhesive 
compositions consisting essentially of the cited components. According to Applicant, 
Moon reference teaches acrylic terpolymer PSA that has a tackifying resin (abstract and 
column 5 lines 27-43). Applicant asserts that the purpose of the tackifier is to show 
improved adhesion over solvent-polymerized acrylic PSA containing about 4 to 8 times 
as much rosin ester tackifier. Therefore, the tackifier of Moon changes the adhesion 
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characteristics of the PSA and Moon should be excluded as a prior art with Applicant's 
amendment. Applicant further argues that specification on page 2, lines 12-25 recite 
that the addition to tackifiers to metal hydrate-containing PSA can compensate for a 
decrease in adhesive strength but does not allow for adequate holding strength in the 
adhesive. Therefore, Applicant concludes that he/she has intentionally excluded 
tackifiers from the claimed adhesive composition. The Examiner respectfully disagrees 
for the following reasons: 

34. It is again respectfully submitted that Applicant's arguments are not 
commensurate in scope with the claimed invention. As set forth previously, it is noted 
that claims recite "a pressure-sensitive adhesive having an acrylic polymer containing 
units derived from a mixture consisting essentially of. The open language "having" 
does not preclude the PSA that further includes a tackifier. It is respectfully submitted 
that substitution of the phrase "consisting essentially of for the term "having" will be 
consistent with Applicant's arguments. - 

35. Further, the Examiner respectfully submits that the portion of the specification 
(page 2 lines 12-25) cited by Applicant is not sufficient to show that tackifier resins are 
excluded from Applicant's claimed invention, because the aforementioned portion of the 
specification is related to the prior art reference JP 1 1-269438 that is cited in Applicant's 
specification. Since no factual evidence has been provided to establish that the 
adhesive composition of the JP 1 1 -269438 is structurally the same as the PSA of the 
claimed invention, there is no clear indication that addition of the tackifiers would 
materially alter the basic and novel properties of the claimed invention. 
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36. Further as to Applicant's arguments "The Applicant has amended claims 1 2 and 
19 to recite that the adhesive compositions consist essentially of the cited components. 
Moon (4,988,742) teaches an acrylic terpolymer pressure sensitive adhesive that has "a 
hydrogenated rosin ester tackifying agent" (see abstract and col. 5, lines 27-43). The 
purpose of the tackifier is to "show improved adhesion over solvent-polymerized acrylic 
pressure-sensitive adhesives containing about 4 to 8 times as much rosin ester 
tackifier." Thus, the tackifier of Moon changes the adhesion characteristics of the 
pressure sensitive adhesive and Moon should be excluded as prior art with Applicant's 
amendment." (page 9, first full paragraph of 08/21/08 amendment), the Examiner 
submits following: 

37. The aforementioned arguments are not found persuasive because 
aforementioned portions of Moon compare the adhesion characteristics between a PSA 
with rosin ester tackifier and the PSA with hydrogenated rosin ester tackifier. Likewise, 
the halogenated tackifier is superior in adhesiveness to the halogen-free tackifier. The 
comparison fails to establish that the adhesion strength of the PSA is materially altered 
by addition of the tackifying agents. However, the examiner notes that Moon 
contemplates that the adhesion strength of the PSA is materially altered by addition of 
the tackifying agents (table II). Incorporation of the "PSA consisting essentially of into 
the claim would be sufficient to exclude Moon as prior art. 

Conclusion 
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38. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANISH DESAI whose telephone number is (571)272- 
6467. The examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

39. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on 571-272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

40. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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